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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address » 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 . 1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )S Responsive to communlcation(s) filed on 30 December 2005 . 
2a)n This action is FINAL. 2b)IEI This action is non-final. 

3) 0 Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11. 453 O.G. 213. 

Disposition of Clainfis 

4) ^ Claim(s) 1-31 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) |EI Claim(s) 1-10,15-17 and 25-31 is/are allowed. 

6) [EI Claim(s) 11-14 and 18-24 is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) \Z1 Claim{s) are subject to restriction and/or election requirement. 

Application Papers 

9) n The specification is objected to by the Examiner. 

10)0 The drawing(s) filed on is/are: a)^ accepted or bjQ objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
11 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152, 

Priority under 35 U.S.C. § 119 

12)13 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19{a)-(d) or (f). 
aM All b)n Some * c)[J None of: 

1 -Kl Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claim 11 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. Claim 1 1 outlines a process "for" (ostensibly, "for making") an 
organosilicon compound that entails the "use" of another organosilicon compound (2). 
However, claim 1 1 does not describe what is done with the compound adhering to 
formula (2) to provide the compound adhering to formula (1 ). 

It is suggested that Applicant strongly consider simply combining the subject 
matter of claims 1 1 and 1 2 to address this matter 

Claims 12-14 are also rejected because there is no antecedent basis in claim 1 
for the mention of a "compound represented by formula (2)" in these claims. It is 
suggested that Applicant fisrt combine the limitations of claims 1 1 and 12, cancel claim 
1 2 and make claims 1 3 and 14 dependent from claim 11. 

Claim Analysis 

Applicant is advised that claims 19-24 are regarded merely as product-by- 
process claims where the details of the process do not have to be disclosed for the 
claim to be anticipated/rendered obvious. "Even though product-by-process claims are 
limited by and defined by the process, determination of patentability is based on the 
product itself. The patentability of a product does not depend on its method of 
production. If the product in the product-by-process claim is the same as or obvious 
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from a product of the prior art, tine claim is unpatentable even though the prior product 
was made by a different process" In re Thorpe, 777 F.2d 695, 698, 227 USPQ 964. 966 
(Fed. Cir. 1985). 

Also the term "polysiloxane" has far-reaching connotations and may even refer to 
the organosilicon (1) in claim 1. That is to say, a reference need not teach a 
polymerization product of the compound exhibited in claim 1 insofar as that compound, 
itself, may be aptly labeled a "polysiloxane". This is noteworthy because WO 
03/024870 teaches a silylated ROSS (read: polysiloxane) that, while not derived from a 
compound equivalent to that in claim 1 , still serves to anticipate/render obvious the 
claim given that the same intermediate need not be employed since, to reiterate, claims 
19-24 are product-by-process claims and because the silylated product could properly 
be identified as a silylated polysiloxane. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent. 

The following is a quotation of 35 U.S.C. 103(a) which fornis the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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Claims 18-24 are rejected under 35 U.S.C. 102(a) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over Morimoto et al., WO 03/024870. 
U.S. Patent # 7,169,873 is used herein as a faithful translation of this document into the 
English language. Morimoto teaches the preparation of silsesquioxane derivatives 
adhering to formula (1) in column 2. The synthetic method entails reacting a salt like 
that depicted at the bottom of column 22 (it being understood that the phenyl groups 
can be replaced with any of the radicals embraced by "R" in formula (1) with silane 
compound bearing two chlorine hydrolyzable groups. It is appreciated that the 
aforementioned claims contemplate instead reacting a homologous tetrasilanol 
compound with an organosilicon compound having one of the various hydrolyzable 
groups mentioned in claims 20-24 but, ultimately, this is of no consequence because, 
again, these are product-by-process claims where the process limitations are assessed 
no patentable weight. In the Examiner's estimation, the claimed polysiloxanes embrace 
the compound(s) adhering to formula (1) in column 2 of the reference and. thus, the 
claims are unpatentable over this reference. 

"[W]hen the prior art discloses a product which reasonably appears to be either 
identical with or only slightly different than a product claimed in a product-by-process 
claim, a rejection based alternatively on either section 102 or section 103 of the statute 
is eminently fair and acceptable. As a practical matter, the Patent Office is not equipped 
to manufacture products by the myriad of processes put before it and then obtain prior 
art products and make physical comparisons therewith." In re Brown, 459 F.2d 531 , 
535. 173 USPQ 685, 688 (CCPA 1972). 
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Allowable Subject Matter 



Claims 1-10, 15-17, and 25-31 are allowable. U.S. patent # 6,927,270 is cited as 
being of interest for its disclosure of a homologous structure featuring one missing 
oxygen bridge and two exo- silanol groups. The Examiner could not ascertain why it 
would have been obvious to modify the synthesis outlined in Scheme 2 of that reference 
to realize a compound equivalent to that claimed. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Marc S. Zimmer whose telephone number is 571-272- 
1096. The examiner can normally be reached on Monday-Friday 8:00-4:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor. Randy Gulakowski can be reached on 571-272-1302. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more infomnation about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-91 99 (IN USA OR CANADA) or 571-272-1 000. 




